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DETAILED ACTION 

1 . This action is in response to the RCE amendment filed on 1 0/3 1 //2007. 

2. As per applicant's request, claim 21 has been canceled, claims 9 and 18 have been 
amended. Claims 9, 14, 15, 17-20 and 22-25 are pending in the application. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 14, 15, 17, and 22-25 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Claims 14, 15, 17, and 22-25 are non-statutory because they merely describe the 
contents of the data stored in the voice prompt database. Because these data contents do 
not further limit the claimed invention either functionally or structurally, they essentially 
constitute non-functional descriptive materials that are not capable of producing a useful 
result, and hence represent only abstract ideas. Therefore, the claims are non-statutory. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 9 and 18-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Osder et al. (US Patent 5,493,606) hereinafter referred to as "Osder ." 



Per claim 9: 

Osder discloses: a method for selecting a voice prompt . . .the method comprising the 
steps of: 

- receiving commands from a telephone caller (i.e. "VMMM 32 assigns NAP Message 
IDs to received and recorded voice messages and via AIM 30 returns these voice 
Message IDs to the application involved in the telephone call," col. 8 lines 1-7); 
responsive to said received commands, determining that the voice prompt is needed (i.e. 
"When a Network Application 10 requires that a prompt to be played," col. 7 lines 41- 
42); 

- responsive to said determining that voice prompt is needed, providing a variable 
identified with a function of the voice prompt (i.e. the SPIN application table 1 in Fig 3 
assigns the values of the Ids (variable) such as UV10AE etc to point to the prompt 
element sets such as the tables 2-5 containing the pre-recorded prompts in SPINDB ) 

- assigning a first value to the variable by accessing an assignment table that is held 
outside the compiled code of the application program (i.e. A SPIN Application table 1 in 
Fig 3 lists the SPIN applications 1 to N with SPIN application Ids (identifiers) for 
American English, Spanish, Dutch, etc (Osder, see Fig 3). For example, the ID, 
"UV10AE," in column 1 identifies American English. These SPIN application IDs 
designate "a set of prompts and their related entities in the SPIN database and in the 
Voice File," Osder, col. 28 lines 30-32; The tables in SPIN database are held outside of 
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the Network Application and therefore, the meta-language variables to the tables are read 
from outside of the Network Application, Osder, col. 3 lines 48-51; col. 27 lines 27-41) 

- identifying a first database record that includes a digitally encoded voice prompt 
consisting of the first sequence of bits wherein the bits of the first sequence of bits are 
stored contiguously in the identified first database record, and consisting of a first bit 
pattern that consists of a first contiguous sequence of bits wherein said identifying the 
first database record is implemented through use of the first value which selects the first 
database record and specifies the first bit pattern; reading the identified first database 
record (i.e. the ID, "UV10AE," in column 1 identifies American English in Fig 3. These 
SPIN application IDs designate "a set of prompts and their related entities in the SPIN 
database and in the Voice File (Osder, col. 28 lines 30-32)." The SPIN application ID, 
"UV10AE" "provides a unique identifier that represents both the set of prompts that a 
Network Application can play and a specific language," Osder, col. 28 lines 32-37; The 
NAP Message Ids corresponding to the recorded voice elements are stored in a SPIN 
Data Base (SPINDB)," col. 3 lines 48-60; "The Message ID fields are generally utilized 
to speak user recorded information such as the user's recorded name or personal 
greeting," col. 12 lines 59-61; "Every static and dynamic element of a SPIN application is 
recorded in table 80," col. 10 lines 6-10) 

- passing the first bit pattern from the first database record that had been read to an audio 
apparatus ("The voice for the elements can be recorded through NAP and stored in the 
NAP voice file," col. 3 lines 48-61; "The Network Application issues a PEP command to 
send a prompt," col. 4 lines 5-25; col. 6 lines 11-31) 
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- performing, by the audio apparatus, a digital-to-analog conversion of the first bit 
pattern that had been passed to the audio apparatus (i.e. The NAP is a digital platform 
storing the voice prompts in SPINDB as a digital format and converting them to speech 
when the Network application invokes playing of the prompts (col. 5 lines 42-56) 

- speaking, by the audio apparatus, a first message to a telephone caller, said first 
message consisting of the digital-to-analog converted first bit pattern (i.e. "you have five 
new messages," col. 5 lines 42-56). 

Per claim 18: 

Osder further discloses: 

assigning a second value to the variable by accessing the assignment table, 
wherein the second value of the variable differs from the first value of the 
variable (i.e. A SPIN Application table 1 in Fig 3 lists the SPIN applications 1 to 
N with SPIN application Ids (identifiers) for American English, Spanish, Dutch, 
etc (Osder, see Fig 3). For example, the ID, "UV10AE," in column 1 identifies 
American English. These SPIN application IDs designate "a set of prompts and 
their related entities in the SPIN database and in the Voice File," Osder, col. 28 
lines 30-32; The tables in SPIN database are held outside of the Network 
Application and therefore, the meta-language variables to the tables are read from 
outside of the Network Application, Osder, col. 3 lines 48-51; col. 27 lines 27-41) 
- replacing the first value of the variable in the assignment table with the assigned 
second value of the variable (i.e. col. 3 lines 64- col. 4 lines 1-5). 
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identifying a second database record that includes a digitally encoded voice 
prompt consisting of a second bit pattern that consists of a second sequence of 
bits wherein the bits of the first sequence of bits are stored contiguously in the 
identified first database record (i.e. "The Message ID fields are generally utilized 
to speak user recorded information such as the user's recorded name or personal 
greeting," col. 12 lines 59-61; "Every static and dynamic element of a SPIN 
application is recorded in table 80," col. 10 lines 6-10) 

wherein the second bit pattern differs from the first bit pattern, and wherein said 
identifying the second database record is implemented through use of the second 
value which selects the second database record and specifies the second bit 
pattern; reading the second database record; (i.e. the ID, "UV10AE," in column 1 
identifies American English in Fig 3. These SPIN application IDs designate "a 
set of prompts and their related entities in the SPIN database and in the Voice File 
(Osder, col. 28 lines 30-32)." The SPIN application ID, "UV10AE" "provides a 
unique identifier that represents both the set of prompts that a Network 
Application can play and a specific language," Osder, col. 28 lines 32-37; The 
NAP Message Ids corresponding to the recorded voice elements are stored in a 
SPIN Data Base (SPINDB)," col. 3 lines 48-60) 

passing the second bit pattern from the second database record that had been read 
to the audio apparatus ("The voice for the elements can be recorded through NAP 
and stored in the NAP voice file," col. 3 lines 48-61; "The Network Application 
issues a PEP command to send a prompt," col. 4 lines 5-25; col. 6 lines 1 1-31) 
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- performing, by the audio apparatus, a digital-to-analog conversion of the second 
bit 

pattern that had been passed to the audio apparatus (i.e. The NAP is a digital 
platform storing the voice prompts in SPINDB as a digital format and converting 
them to speech when the Network application invokes playing of the prompts 
(col. 5 lines 42-56) 

- speaking, by the audio apparatus, a second message to a telephone caller, said 
second 

message consisting of the digital-to-analog converted second bit pattern (i.e. "you 
have five new messages," col. 5 lines 42-56). 

Per claim 19: 

Osder further discloses: wherein said assigning the second value and said replacing 
the first value with the second value are performed by an interactive voice response 
(IVR) system administrator (i.e. col. 3 lines 64- col. 4 lines 1-5). 

Per claim 20: 

Osder further discloses: wherein said replacing the first value with the second value 
by the IVR system administrator does not comprises using special IVR programming 
skill to replace the first value with the second value (i.e. col. 3 lines 64- col. 4 lines 1-5, 
33-37). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 14, 15, 17, and 22-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Osder et al. (US Patent 5,493,606) hereinafter referred to as "Osder." 

Per claim 14: 

Osder does not explicitly teach pertaining to the first bit pattern in the first database 
record consists of music wherein said speaking the first message comprises speaking the 
first message consisting of the digital-to-analog converted first bit pattern as said music. 
However, it would have been obvious for one having ordinary skill in the art of computer 
software development and configuration to include music voice prompts as callers may 
have different preferences and purposes. The modification would be obvious because one 
having ordinary skill in the art would be motivated to provide callers various voice 
prompt options for different preferences. 

Per claim 15: 

Osder does not explicitly teach pertaining to the first bit pattern in the first database 
record consists of audio tone wherein said speaking the first message comprises speaking 
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the first message consisting of the digital-to-analog converted first bit pattern as said 
audio tone. However, it would have been obvious for one having ordinary skill in the art 
of computer software development and configuration to include audio tone of voice 
prompts as callers may have different preferences and purposes. The modification would 
be obvious because one having ordinary skill in the art would be motivated to provide 
callers various voice prompt options for different preferences. 

Per claim 17: 

Osder does not explicitly teach pertaining to the first bit pattern in the first database 
record consists of a sequence of beeps wherein said speaking the first message comprises 
speaking the first message consisting of the digital-to-analog converted first bit pattern as 
said a sequence of beeps. However, it would have been obvious for one having ordinary 
skill in the art of computer software development and configuration to include various 
voice prompts such as including beeps as callers may have different preferences and 
purposes. The modification would be obvious because one having ordinary skill in the art 
would be motivated to provide callers various voice prompt options for different 
preferences. 

Per claim 22: 

Osder does not explicitly teach that the voice prompt pertaining to the first bit pattern in 
the first database record is spoken by a first speaker; wherein the voice prompt pertaining 
to the second bit pattern in the second database record is spoken by a second speaker; 
wherein said speaking the first message comprises speaking by the first speaker the first 
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message . . . wherein said speaking the second message comprises speaking by the second 
speaker the second message consisting of the digital-to-analog converted second bit 
pattern. However, it would have been obvious for one having ordinary skill in the art of 
computer software development and configuration to include different voice prompts 
spoken by different speakers as callers may have different preferences and purposes. The 
modification would be obvious because one having ordinary skill in the art would be 
motivated to provide callers various voice prompt options for different purposes. 

Per claim 23: 

Osder does not explicitly teach that the voice prompt pertaining to the first bit pattern in 
the first database record is spoken by a male speaker; wherein the voice prompt 
pertaining to the second bit pattern in the second database record is spoken by a female 
speaker; wherein said speaking the first message comprises speaking by the male speaker 
the first message . . . wherein said speaking the second message comprises speaking by 
the female speaker the second message consisting of the digital-to-analog converted 
second bit pattern. However, it would have been obvious for one having ordinary skill in 
the art of computer software development and configuration to include different voice 
prompts spoken by male and female speakers as callers may have different preferences 
and purposes. The modification would be obvious because one having ordinary skill in 
the art would be motivated to provide callers various voice prompt options for different 
preferences. 



Per claim 24: 
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Osder does not explicitly teach the voice prompt pertaining to the first bit pattern in the 
first database record has a first level of formality; wherein the voice prompt pertaining to 
the second bit pattern in the second database record has a second level of formality that 
differs from the first level of formality; wherein said speaking the first message ...second 
message consisting of the digital-to-analog converted second bit pattern having the 
second level of formality. However, it would have been obvious for one having ordinary 
skill in the art of computer software development and configuration to include different 
level of formality of voice prompts as callers may have different preferences and 
purposes. The modification would be obvious because one having ordinary skill in the art 
would be motivated to provide callers various voice prompt options for different 
preferences. 

Per claim 25: 

Osder does not explicitly teach that the voice prompt pertaining. . .spoken by a speaker in 
a first wording and coveys a meaning. . .second wording that differs from the first 
wording and coveys said meaning. ..in the first wording that conveys said 
meaning. . .second bit pattern in the second wording that conveys said meaning. 
However, it would have been obvious for one having ordinary skill in the art of computer 
software development and configuration to include various voice prompts such as 
including a dialect as callers may have different preferences and purposes. The 
modification would be obvious because one having ordinary skill in the art would be 
motivated to provide callers various voice prompt options for different preferences. 
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Response to Arguments 

9. Applicants arguments filed on 10/31/2007 have been fully considered but they 
are not persuasive. 

1) The applicant states that: Although Osder teaches determining that the voice 
prompt is needed, Osder does not teach determining that the voice prompt is needed in 
response to commands received from the telephone caller (remark, 9). 

In response, Osder also discloses a voice interactive system where prompts are 
played based on communication between a caller and the system through commands. 
When a caller requests to play a voice message or to access the system, a prompt such as 
"you have five new messages" or a personal greeting/user name is played (i.e. col. 5 lines 
54-56; col. 12 lines 59-61). The examiner investigated the whole specification and it 
recites, "when a voice prompt is needed" in pages 6-7. Osder clearly states, "When a 
Network Application 10 requires that a prompt to be played" in col. 7 lines 41-42. 

2) The Applicant continues to argue that in Osder, by being required to perform 
said assembling step, it is logically impossible for Osder to teach that the content of the 
spoken message at runtime consists of the digital-to-analog converted first bit pattern 
existing in the first database record as recited in claim 9. The static and dynamic elements 
are stored in separate tables, namely Tables 3 and 5, respectively, and therefore do not 
collectively constitute a bit pattern that is stored in the first database record. Osder does 
not teach that the bits of the bit pattern "you have five new messages" is stored 
contiguously in a first database record prior to the digital-to-analog conversion (remark, 
10-11). 
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In response, the applicant appears to use the term "contiguously" in place of the 
term "static" which had previously used. Some reasonable interpretation of the term 
contiguously can be applied. First, although the applicant uses the exemplary prompt 
"you have five new messages" found in Osder for his argument, it is noted that the 
prompt is only one example given in Osder' s voice response system. Even in this 
exemplary prompt, "you," for example, can be considered as a first bit pattern existing in 
the first database record where each bits of "you" is stored contiguously prior to the 
conversion. Second, in response to the applicant's argument that the "static and dynamic 
elements are stored in separate tables, namely Tables 3 and 5, respectively, and therefore 
do not collectively constitute a bit pattern that is stored in the first database record 
(remark, 1 1)," it is noted that Osder states that every static and dynamic element of a 
SPIN application is recorded in the cache element table 80 (col. 10, lines 6-9; see, fig 
5A). Third, Osder states user's recorded name or personal greeting which are 
contiguously stored. Therefore, applicant's argument is not persuasive. 

3)Applicants assert that a user is not a system administrator and the IVR system 
administrator does not use special IVR programming skill to replace the first value with 
the second value (remark, 12-13). 

First, Osder discloses the SPIN Administration Facility 40 (i.e. col. 16 lines 43- 
45). The person who uses the facility is a system administrator. Second, an administrator 
is a user who can manage an operation of a system or a specific project. Certainly a user 
can be a system administrator of his/her own system or program. Osder states that the 
"SPIN user can copy and modify an existing SPIN application for one spoken language to 
provide another SPIN application for another spoken language (i.e. col. 3, line 67-col. 4 
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lines 1-4)." If a user can modify or utilize the system, the user is considered to have an 
administrator role. Furthermore, the IVR user does not need to alter the "functional code 
of the Network Application nor the operational code of the underlying PEP (i.e. col. 4 
lines 33-37). No "special IVR programming skill" is required to use the SPIN screen. 
4) Per claims 14, 15, 17, and 22-25: 

These claims are directed to the same subject matters that had been addressed 
previously. Therefore, the same arguments are not necessary to present. See the 
previous office actions and the decision made by the BOAI on 2/21/2007. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Insun Kang whose telephone number is 571-272-3724. 
The examiner can normally be reached on M-F 8:30-5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MENG AI AN can be reached on 571-272-3756. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
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Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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